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RRMARKS 

C?liunis 1-20 are pending in ihe instant application and siand rejected. 
C'laims 1-3, 11. 10 and 20 have bcun iiincnclcd and new Claims 21-]^are Ixiing 
Milnniiied lor consideration by the IvKaininer. 

Applicants respectfully submit thai the instant Amendment overcomes the 
ivjtrciions under 35 U.S.C. 101 ami 112. Ay>pHcanis request withdrawal of these 

rt^jccjjons^ 

The rejection of Claim 1 under 35 l.LS,C. 102(b) and Claims I and 19 
under 35 ll,S.C. 1 03(ii ) as being unpalenlablc over JP 54-33542, is respectfully 
travel scd. 

JP '542 discloses a greosc fiaving additives such as gilsonite and 
p(vly()lclins hydrocarbons. Examples of polyolefin hydrocarbons include 
polyisobutylcne, polypropylene, i^olybutenc, polyesters. Inert siliceous fillers and 
oil- soluble anlirusl a^jcnls may be added lo the grease. In contrast, the claimed 
couiposilion comprises a tape, sheet or film. A skilled person in diis ai"t would not 
equine a ^'.reasc, which lacks any dt^llncd !hrec dimensional quality, to a tape, sheet 
or film. 

Moreover. JP '542 fails to disclose a composition comprising 
potyisobutylcne and at least one resin. JP' 542 discloses polyolefm hydrocarbons 
sacli as polyisobulylcne but lacks the addition of at least one resin to the 
jiolyisobulylcnc (as well as the remaining components of the inventive 
coinposhion). Applicants, thorcforo, respectfully submir that JP *542 cannot 
anticipaie or establish a prima facie cast* of obviousness and request withdrawal of 
Ibis rejection. 

The rejection of Chums 5, 9 and 12 under 35 U.S.C. 103(a) as being 
unpatentable over JP 54-33542 and further in view of Heimann el al (USPN 
<),0I7,857) and Nee (USPN 4,983,449), is respectfully traversed. 

JP '542 contains the aforementioned deficiencies. Similar to JP '542, 
llcimann is directed to a corrosiun resisiant lubricant, grease or gel; not a tape, 
sheet or film, horthcr ihe siliCLUes of I leiniann arc not limited to tlic inert siliceoas 
lillers of JP '542. That is, the silicates of Heimann can impart increased pH or 
bulTcrinij qualhies and, therefore, arc not inert as required by JP '542 (e.g., 
ct>tui2aoiXIut3j-Li4^e-()3=XZoi^ 2 of Heimann to the inert siliceous llllers of 
JP^542). As a resull. a skilled j)orsoa in this art would not employ the silicates of 
Heimann in JP M^42, 

Nee discloses a protective wrapping*, material. A skilled person in tliis art 
would not equate JP '542's to Nec's tape. 'Hiat is, a grease is applied in a 

uKinncr dibtlinct from a tape, has no indeix^ndcnt configuration, distinct 
coiri]X)silion, among olher functional and chemical differences. Note also that 
Nee is concerned with the electrical condiictiviiy of bis wrapping material and 



4 

Received from <> at 6/19102 S:43:27 PM [Eastern Daylight rime] 



JUH-19-02 WED 05:07 PM 



FAX NO. 



P. 06 



fctjuircs porosity lo achieve iulequato calhodic prolection, e.g., refer lo Col 3, 
1 .inos l-fi, CoL 4, Linos anil Clul. fi. Lines 30-:^5 of Ncc). The grease of JP 

"541 lacks any disclosure rckiiing lo porosiiy or condnctivily. Converting Ncc to a 
grease or JF* '542 to a tape would destroy the respective physical chiiracterislics of 
the products disclosed in these relerences (i.e., Ihc presence or absence of a 
defined three-dimensional striielure is mutually exclusive). Consequently a skilled 
person iti this art v^ould not consider Nee as being analogous art to JP *542. 
Assuming arguendo that Nee and JP '542 are analogous art, Nee relates to 
pKtieciing a burjt?d niciallic pipe (e.g, (^iK L Lines I-IO of Nee) whereas JP '542 
Ictichcs Irealin^.^ conslrucLions exposed to direct sunlig ht. Such different 
applications would cattsc a skilled person in this art to lack the requisite 
moiivaiion to combine JP '542 and Nee, Accordingly, Applicants respectfully 
Kubniil that JP *542, ilciniann and Nec cannot be comhined to csttiblish a prima 
Cacic c£isc of ohviousncss and, therefore, request withdrawal of this rejection. 

1 he rejection of Claims 2-4, 6-«, 10, 1 1, 13-18 and 20 as being 
impaienlable over JP 54-33542, Lyons Jr. (IISPN 5,263,287), Ileimann el al. 
(USF>N 6.017,857), Ncc (USPN 4,983,449), PachI ct al (USPN 6,174,832) and 
fil£n£a2L(A rcspcclMly4.!HS£S«l^ _ 

Pachl el al. is conunonly assiyntxl lo the instant assignee, namely, i(? 
^DcNr^vus LLC. Pachl et al. also names Donald Taylor, one of the instant 
inventors, as an inventor. Applicant, therefore, respectfully sul>mits that Pachl is 
j niavuilablej is^^^ and, accordijigly, a rejection in cluding Pachl is improper^ 

Applicants believe that the pending claims define patentable subject matter 
ami respectfully reqviesl isstnmce of a Notice of Allowability. Should there he any 
lee due in connection with this application, please charge d^e same to l>eposit 
Account No. 15-0680 (ORSCHlvLN MANAGRMFiNT CO.). Should the 
l*>.amink'rr deem that any further action on the part of Applicants would advance 
prosecution^ the Examiner is invited to telephone Ai'>plicants* attorney. 

Respectfully Subitjittcd, 

Michael K. Boycf 
Attorney for Applicants 
U.S.lvr.O. Reg. No. 33,085 
Tel: 660 269-4536 
Fax: 660 269*4530 
niboycr(£? orscheln.com 

Rod : Cttralicatc of ('facsimile Dated: June lt>, 2(X)2 
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MARiaiD Ur VERSI ON SHOWING CHANGES MADE 
Please amend Chiirns 1-3, 1 1, 19 and 20 Uii FoHows: 

i(Aiticndcd). A coinposilion comprising a combinalion comprising ut lc£LSl one 
j)olyi^;obutylcne polymer, at Icasl one resin, yilsonitc, und at least one (Ulcr wFicrein said 
cornposi.lipi) comprises at Iciksi oqc member selected tVom the group consistingpf a lape^ 

2(Arnendcd). A t;>]>c, sheet o r film composition comprising a combinaiion 
c<nuprisinj\ at least one [incml>cr] polymer selected from Ihe group of [ethylene acrylics] 
ellvvlCrne aery lie eofX)! vmors. fluoropolymei-s^ ethylene fLmetional polymers, grafted 
l*'PDM, liPDM functional polymers, siyrene block copolymcrs[J and nilrile functional 
rubbcrsfj ^ ai least one biiunnn, and at least one passivating agent. 

3(Arnended). A high lemperalurc resislani tape, sheet, film or wrap composition 
for i| mctallsc pjiK^ comprising a combination comprising at least one polymer, gilsonite, 
and ai least one silicate. 

1 l(Amended). The composiMon ofOlaim 10 fuither comprising Icthyl vinyl 
accialci ethylene vin yl aectate > 

1 9(Anien<led). [Use of 1 A molhod for pitjtcctin g a metLdlic fiipe camprisinf>. 
^niiUMng comi^wition of ('liiiin I |as a pipeline proteetantl .around the e xteri or 
r f ace _of _lht:„ Ije . 

20(Ajnendcd>. | Use of) A method for scalinu a a rea defined by aut()motive 
comp onen is comprising applying the ci^nposition of Claim 3 [as an automotive sealant] 
a Toint foiTnetfl between two antomo livc com ponet s. 

Please add new Claims 21 llnrough 29 as folUsws: 

— 2J, A tape, shoot or film composition comprising a combination comprising at 
least one polymer selected fi^oin the group of ethylene acrylic copolymers, 
Itut^ropolymurs, ethylene functional p<)lymcrs> grafted CPDM, EPDM functional 
polymers, styrcne block copolymers and nitrile functional rubbers; at least one bitumin, 
iuui at least one passivaling agent and wherein said composition is at least partially in 
contact with a reinfoi cement defining a plurality of openmgs und comprising at least one 
member selected from (lie groiip couisisiing <if a scrim, web, matte, mesh, and perforated 
i'itms 

22, The composition of Clann 2 1 lurlher cnmprismg a removable release film. 
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23. Tliccodipusiiion uf Claim 21 wlicruin said at least one polymer comprises ul 
loast <ino thormnseunig polymer and funlior comprising al least one heat activated curing 

24, The c-(Uii[>osilion of Claim 21 said al least one pansivating agcnl comprises; 
ai Iciasi one siilicalc. 

25, The composition oi CIiiini 23 wherein said at IcaKl one heal aclivated curing 
a{^,ont comprises dicyandiamidc. 

26. The composition of Claim 24 wherein ihe silicate comprises calcimn silicate. 

27, The L-omposiiion of Claim 24 wherein the silieaie comprises sodium silicate. 

28. The oomposition of Claim 26 wherein said bitumen comprises gilsonite. 

20. A melhod for protecting a mciallic pipe comprising wrapping the 
composition of Claim 23 around the extenor surface of the pipe and heating the wrapped 
pijhi U) a lern[>criilurc and for a period of linie sufficient to cure Ihe ihermoselling 
I'KJIyrncn-- 
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